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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 10, 13, 14, 17, 19-21, 25-29, 40, & 42-45 are rejected under 35 
U.S.C. 102(e) as being anticipated by Kittelsen et al. (US 6,691,710). 

Regarding claim 1, Kittelsen discloses a base member having a generally U- 
shaped form corresponding to the outline of a jaw of a user, the base member defining 
at least one channel within which an upper or lower row of teeth of a user can be 
received(76, 86); a teeth engaging element, associated with each channel, being made 
of a material able to be user conformed or user moulded to suit the individual mouth of 
the user wherein the base member has a greater rigidity than the teeth engaging 
element (170, 270, 272); shock absorption means for absorbing impact shock, the 
shock absorption means comprising one or more air channels or spacings defined in the 
base member (92, 94, 114, 177). 

Regarding claim 10, Kittelsen discloses the side open channels have a height in 
the range of 0.5-1 0mm and length lying in the range of 0.5-30mm (Col. 4, lines 44-51). 
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Regarding claim 13, Kittelsen discloses the teeth engaging element is made of 
a continuous layer of thermoplastic material that encapsulates the base member to 
firmly and securely mount the layer of thermoplastic material on the base member 
(170). 

Regarding claim 14, Kittelsen discloses the continuous layer of thermoplastics 
material substantially covers the complete surface area of the base member (170). 

Regarding claim 17, Kittelsen discloses the layer of thermoplastic material is 
EVA (ethylvinylacetate) which softens at a temperature of 90°C - 95°C (Col. 4, lines 64- 
67). The temperature at which EVA softens is an inherent property of the material. 

Regarding claim 19, Kittelsen discloses the base member is formed from a rigid 
plastics material, which is not user conformable or mouldable in boiling water (Col. 4, 
lines 52-56). 

Regarding claim 20, Kittelsen discloses the rigid plastics material comprises a 
non-thermoplastic material either alone or in combination with another plastics material 
(Col. 5, lines 1-5). 

Regarding claim 21, Kittelsen discloses the non-thermoplastic material 
comprises polyethylene, polyurethane, polypropylene or santoprine (Col. 5, lines 1-5). 

Regarding claim 25, Kittelsen discloses the non-thermoplastic material 
comprises polyethylene on its own (Col. 5, lines20-22). 
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Regarding claim 26, Kittelsen discloses the base member has inner and outer 
flanges interconnected by a web which collectively define upper and lower channels 
within which the upper and lower rows of teeth of the user are receivable, wherein an 
upper teeth engaging element is receivable in the upper channel and a lower teeth 
engaging element is receivable in the lower channel (28, 72, 76, 272). 

Regarding claim 27, Kittelsen discloses a tongue tag on the inner flange (6) of 
the base member, the tongue tag being substantially centrally positioned for correctly 
positioning the tongue of a user during use (280), and a cut-out defined in the outer 
flange of the base member for allowing the appliance to adapt to varying arch sizes 
(124), and breathing apertures defined in the base member for facilitating breathing by a 
user when wearing the appliance. 

Regarding claim 28, Kittelsen discloses including locating means for correctly 
locating and positioning the jaws in the teeth engaging element during fitting of the oral 
appliance (Col. 4, lines 56-59). 

Regarding claim 29, Kittelsen discloses the locating means comprise a brace 
arranged externally on the teeth engaging element (96). 

Regarding claim 40, Kittelsen discloses a base member (76, 86) for an oral 
appliance for placing in a mouth of a user, having a generally U-shaped form 
corresponding to the outline of a jaw of a user, the base member defining at least one 
channel (278) within which an upper or lower row of teeth of a user can be received, the 
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base member further comprising shock absorbing means (114) taking the form of pre- 
designated compressible sections in order to substantially absorb impact shock. 

Regarding claim 42, Kittelsen discloses being at least semi- flexible and non- 
thermoplastic (86). 

Regarding claim 43, Kittelsen discloses the element being made of a material 
able to be user conformed or user molded to suit the individual mouth of the user, 
provided with locating means for correctly locating and positioning the jaws in the teeth 
engaging element (170, 270). 

Regarding claim 44, Kittelsen discloses a method of fitting an oral appliance, 
comprising the step of immersing the oral appliance in water having a temperature 
sufficiently high to make the teeth engaging element moldable; inserting the appliance 
into a user's mouth; biting into the teeth engaging element to mould the teeth engaging 
element to the form of the user's jaw, and thereafter allowing the teeth engaging 
element to harden (Col. 7, lines 1 1-39). 

Regarding claim 45, Kittelsen discloses a method for protecting teeth from 
impact shock comprising the step of inserting an oral appliance into a user's mouth 
before partaking of any activity whereby use of a mouthguard is desirable (Col. 7, lines 
11-39). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 6-8, 15, 16, & 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kittelsen et al. (US 6,691,710) in view of Kittelsen et al. (US 
5,152,301). 

Regarding claims 6-8, Kittelsen (710) fails to disclose the shock absorption 
means comprises one or more open air channels defined in the base member; the air 
channels extend from an outer face of the base member, through the body thereof to an 
inner face of the base member; the shock absorption means take the form of side open 
channels arranged in or near terminal ends of the generally U shaped form of the base 
member. 

However, Kittelsen ('301 ) teaches the shock absorption means comprises one or 
more open air channels defined in the base member (1 02, 1 04; Col. 4, lines 52-56); the 
air channels extend from an outer face of the base member, through the body thereof to 
an inner face of the base member (102, 104; Col. 4, lines 52-56); the shock absorption 
means take the form of side open channels arranged in or near terminal ends of the 
generally U shaped form of the base member (102, 104; Col. 4, lines 52-56). 

It would have been obvious to one of ordinary skill in the art to modify the 
invention of Kittelsen (710) with the shock absorption means comprises one or more 
open air channels defined in the base member; the air channels extend from an outer 
face of the base member, through the body thereof to an inner face of the base 
member; the shock absorption means take the form of side open channels arranged in 
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or near terminal ends of the generally U shaped form of the base member taught by 
Kittelsen ('301). Since all of the component parts are known in Kittelsen (710) and 
Kittelsen ('301). Combining the known prior art elements according to known methods 
yielded the predictable result creating a shock absorption means in the terminal ends of 
the mouthpiece. 

Regarding claims 15 & 16, Kittelsen (710) discloses the layer of thermoplastic 
material (170), but fails to disclose thermoplastic material defines one or more openings 
which correspond with at least one or more of the open channels arranged in the base 
member; the layer of thermoplastic material extends across and covers the one or more 
openings which correspond with the at least one or more channels arranged in the base 
member and closes off the interior space defined by the channels. 

However, Kittelsen ('301 ) teaches thermoplastic material defines one or more 
openings which correspond with at least one or more of the open channels arranged in 
the base member(104); the layer of thermoplastic material extends across and covers 
the one or more openings which correspond with the at least one or more channels 
arranged in the base member and closes off the interior space defined by the channels 
(104; Col. 4, lines 52-56). 

It would have been obvious to one of ordinary skill in the art to modify the 
invention of Kittelsen (710) with thermoplastic material defining one or more openings 
which correspond with at least one or more of the open channels arranged in the base 
member; the layer of thermoplastic material extends across and covers the one or more 
openings which correspond with the at least one or more channels arranged in the base 
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member and closes off the interior space defined by the channels taught by Kittelsen 
('301 ). Thus, it would have been obvious to one of ordinary skill in the art to integrate 
the covered openings which correspond to channels arranged in the base member 
shown in Kittelsen ('301) into the mouthpiece encapsulated by thermoplastic material 
shown in Kittelsen (710) by known methods to achieve the predictable results of closing 
off the interior space defined by the channel to create a shock absorption means in the 
terminal ends of the mouthpiece. 

Regarding claim 30, Kittelsen (710) discloses the claimed invention except for 
the brace comprising rubber. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use rubber for the brace, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability 
for the intended use as a matter of obvious design choice. 
5. Claims 9, 12, 46,47,48,49,50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kittelsen et al. (US 6,691,710) in view of Kittelsen et al. (US 
5,152,301) as applied to claims above, and further in view of Adell (US 4,955,393). 

Regarding claim 9, Kittelsen's (710) invention as modified by Kittelesen ('310) 
discloses all of the claimed limitations from above except for at least one frontal open 
channel arranged in a front section of the base member. 

However Addell teaches at least one frontal open channel arranged in a front 
section of the base member. 



Application/Control Number: 10/560,441 Page 9 

Art Unit: 4148 

Given the teachings of Addell, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to further modify the mouthpiece of Kittelsen with at 
least one frontal open channel arranged in a front section of the base member. 
Doing so would provide a shock absorbing means in the front section of the base 
member in addition to shock absorbing means at the terminal ends by the molars of the 
user. The front open channels are simply a duplication and re-positioning of the side 
channels to provide shock absorbing capabilities at the front of the base member. 

Regarding claim 12, Kittelsen discloses the claimed invention except for the 
frontal open channel of the base member has a length lying in the range 2-1 0mm. 

. It would have been an obvious matter of design choice to size the frontal open 
channel of the base member to a length lying in the range 2-1 0mm since such a 
modification would have involved a mere change in the size of a component. A change 
in size is generally recognized as being within the level of ordinary skill in the art. Also 
the invention is intended to be worn in the mouth of a human. Therefore, the 
dimensions of the mouthpiece are limited by the average size of the mouth of humans in 
order to make mouthpiece usage possible. 

Regarding claim 46, Kittelsen's (710) invention as modified by Kittelsen ('310) 
discloses all of the claimed limitations from above except for a front opening defined in 
the outer flange of the front region. 

However Addell teaches a front opening defined in the outer flange of the front 

region. 
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Given the teachings of Addell, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to further modify the mouthpiece of Kittelsen with a 
front opening defined in the outer flange of the front region. 

Doing so would provide a shock absorbing means in the front section of the base 
member in addition to shock absorbing means at the terminal ends by the molars of the 
user. The front opening is simply a duplication and re-positioning of the side channels 
to provide shock absorbing capabilities at the front of the base member. 

Regarding claim 47, Kittelsen (710) discloses the guard defines only an upper 
said channel to fit over the upper arch of the use (278). 

Regarding claim 48, Kittelsen (710) discloses the outer flange includes a 
downward extension or skirt that extends down from the web in a direction away from 
the upper channel and the side openings are defined in the outer flange in the flange or 
skirt below the web (72, 1 72). 

Regarding claim 49 & 50, Kittelsen's (710) invention as modified by Kittelesen 
('31 0) discloses all of the claimed limitations from above except for the front opening is 
also defined in the outer flange below the web. 

However Addell teaches the front opening is also defined in the outer flange 
below the web. 

Given the teachings of Addell, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to further modify the mouthpiece of Kittelsen with 
the front opening is defined in the outer flange below the web. 
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Doing so would provide a shock absorbing means in the front section of the base 
member in addition to shock absorbing means at the terminal ends by the molars of the 
user. The front opening is simply a duplication and re-positioning of the side channels 
to provide shock absorbing capabilities at the front of the base member. 
6. Claims 11, 18, 22-24 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kittelsen et al. (US 6,691,710). 

Regarding claim 11, Kittelsen discloses the claimed invention except for base 
member have a length lying in the range 10-20mm. 

It would have been an obvious matter of design choice to size the base member 
to a length lying in the range of 10-20mm since such a modification would have involved 
a mere change in the size of a component. A change in size is generally recognized as 
being within the level of ordinary skill in the art. Also the invention is intended to be 
worn in the mouth of a human. Therefore, the dimensions of the mouthpiece are limited 
by the average size of the mouth of humans in order to make mouthpiece usage 
possible. 

Regarding claim 18, Kittelsen discloses the layer of thermoplastic material but 
fails to disclose the teeth engaging elements has a thickness of 1mm-3mm. 

It would have been an obvious matter of design choice to size the thermoplastic 
layer to a thickness of 1mm-3mm since such a modification would involved utilization of 
a reasonably thick coating layer. This design choice is generally recognized as being 
within the level of ordinary skill in the art. Also this layer thickness allows the 
thermoplastic layer to engage the teeth of the user. 



Application/Control Number: 10/560,441 Page 12 

Art Unit: 4148 

Regarding claims 22-24, Kittelsen discloses the claimed invention except for the 
other plastics material is a thermoplastic material and the thermoplastic material is 10% 
or less by weight of the base member; the base member comprises 3- 8% by weight of 
thermoplastic material that is EVA and the balance is polyethylene; the base member 
comprises 4- 6% by weight of thermoplastic material that is EVA and the balance is 
polyethylene. In view of Kittelsen (Col. 5 line 65— Col. 6 line 54) it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
utilize these mixture ration, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following references are cited for disclosing related 
limitations of the applicant's claimed and disclosed invention: Washburn (US6082363), 
Washburn (US2004/01 54626), Sullivan (US5584687), Kittelsen (US5460527), McMillan 
(US5365946), Kittelsen (US5339832). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES M. ROBINSON whose telephone number is 
(571)270-3867. The examiner can normally be reached on Mon-Fri 7:30 AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrell McKinnon can be reached on (571)272-4797. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

James M. Robinson 
December 10, 2007 

/Terrell L Mckinnon/ 

Supervisory Patent Examiner, Art Unit 4148 
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